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Patent Reform Nearing Reality in 2007 

By Layne J. McWilliams P.E., George C. Rondeau, Jr. and Seth D. Levy 
[April 2007] 

Last week, legislators in both the Senate and the House of Representatives introduced bills that, if 
enacted, will create broad reforms in the prosecution and litigation of patents. On April 18, 2007, 
Senators Patrick Leahy (D-VT) and Orrin Hatch (R-UT), and Representatives Howard Berman (D-CA) 
and Lamar Smith (R-TX) sponsored the introduction of similar bills titled “The Patent Reform Act of 
2007.” Click here to view the Senate bill; click here to view the House bill. Although the Act touches a 
variety of aspects of U.S. patent law, following are some of its key components. 

The Act would change U.S. patent law from a “first to invent” to a “first to file” system, giving priority to 
the first applicant for a patent on an invention. This marks a fundamental shift in the U.S. patent 
system, more closely aligning U.S. patent law with the patent laws of other countries. Rather than 
using interference proceedings to determine who invented first, a “derivation” procedure would be used 
to check if an earlier application was filed by a proper applicant. The United States is the only country 
currently using the “first to invent” system for patentability. 

The Act allows use of a “substitute statement” that should make it easier for organizations to obtain 
patent protection when the actual inventor is unable or unwilling to sign the inventor’s declaration. An 
assignee or another person showing sufficient proprietary interest in the invention would be able to file 
the application. 

Most other proposed changes in the Act are aimed at reforming patent infringement litigation. For 
example, the “reasonable royalty” damage measure would be limited to reflect only the economic value 
of the patent’s “specific contribution over the prior art.” Although this is likely to have an impact on 
numerous industries, this feature of the Act is believed to be particularly important to the software 
industry where one product may rely on hundreds of patented components. Also, the “willful 
infringement” definition is changed so that proving willfulness would be more difficult, although an 
award of treble damages would remain available if willfulness is proven. In addition, there are 
proposed limitations to jurisdiction and venue that impact where an infringement suit may be brought 
and thereby limit forum shopping. 

Another significant change is the replacement of reexamination proceedings with a post-grant review 
procedure initiated by a party filing a “petition for cancellation.” The petition can be filed within 12 
months of a patent’s issuance (the “first window”) or later if the petitioner can show significant 
economic harm, has received a notice of infringement from the patent holder, or has obtained the 
consent of the patent owner (the “second window”). Rules and standards for the new proceeding are 
authorized in an effort to ensure a final decision is reached within 12 months of filing. The presumption 
of patent validity would not be used in the cancellation, and the patent owner may file only one motion 
to amend, cancel, or propose a substitute to the challenged claims. A petitioner whose petition is 
denied may not pursue reexamination, interference, post-grant review, or assert the invalidity of such 
claims in a lawsuit based on the same arguments. The post-grant review procedure is intended to 
provide a streamlined alternative to civil litigation, but if used, to also limit the ability to litigate. 

In the words of Rep. Berman, the Act “contains a number of provisions designed to improve patent 
quality, deter abusive practices by patent holders, [and] provide meaningful, low-cost alternatives to 
litigation for challenging the patent validity.” Rep. Berman’s April 18, 2007 statement introducing the 
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legislation, available here. 

Generally speaking, the high-tech industry supports new limitations on certain aspects of patent 
litigation, including limits on forum shopping and damages. Various lobbying groups, among them, the 
Innovation Alliance, the Business Software Alliance (BSA), and the Coalition for Patent Fairness, have 
issued statements in support of the Act. The biotech and pharmaceutical industries, on the other hand, 
are less supportive. Groups such as the Pharmaceutical Research and Manufacturers of America 
(PhRMA) and the Biotechnology Industry Organization (BIO) have issued statements announcing their 
concerns. Links to some of these position statements are found below: 

• Innovation Alliance 
• BSA 
• PhRMA 
• Coalition for Patent Fairness 
• BIO 

Similar legislation was introduced in the past two years, but the changes in congressional leadership 
may now give the Act the needed votes to become law. This will have significant ramifications for 
current patent owners as well as those that are currently pursuing or may in the future seek patent 
protection for valuable technologies. 

For more information, please contact: 
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(503) 778-5255 
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George C. Rondeau, Jr. 
Seattle, Washington 
(206) 628-7739 
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This advisory is a publication of the patent group of Davis Wright Tremaine LLP. Our purpose in publishing this advisory is to inform our 
clients and friends of recent legal developments. It is not intended, nor should it be used, as a substitute for specific legal advice as legal 
counsel may only be given in response to inquiries regarding particular situations. Attorney Advertising. Prior results do not guarantee a 
similar outcome. Thank you. 

Copyright © 2007, Davis Wright Tremaine LLP. 

 

  

  
 

http://www.dwt.com/lawdir/attorneys/McWilliamsLayne.cfm
http://www.dwt.com/lawdir/attorneys/RondeauGeorge.cfm
http://www.dwt.com/lawdir/attorneys/LevySeth.cfm
http://www.house.gov/apps/list/press/ca28_berman/bermanpatentbill.html
http://www.innovationalliance.net/media_center/news/ia_urges.html
http://www.bsa.org/usa/press/newsreleases/house-senate-patent-bill.cfm
http://www.phrma.org/news_room/press_releases/phrma_statement_on_patent_reform_legislation
http://www.prnewswire.com/cgi-bin/stories.pl?ACCT=104&STORY=/www/story/04-18-2007/0004568614&EDATE=
http://home.businesswire.com/portal/site/google/index.jsp?ndmViewId=news_view&newsId=20070418006289&newsLang=en
http://www.dwt.com/lawdir/attorneys/McWilliamsLayne.cfm
mailto:laynemcwilliams@dwt.com
http://www.dwt.com/lawdir/attorneys/RondeauGeorge.cfm
mailto:georgerondeau@dwt.com
http://www.dwt.com/lawdir/attorneys/LevySeth.cfm
mailto:sethlevy@dwt.com


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 1083.000]
>> setpagedevice


